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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION, 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 10 October 2006 . 
2a)E3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 8-13 is/are pending in the application. 

4a) Of the above claim(s) __ is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) KI Claim(s) 8-73 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Application/Control Number: 1 0/720, 1 78 Page 2 

Art Unit: 2167 

DETAILED ACTION 

1. This communication is responsive to Amendment, filed 10/10/2006. 

2. Claims 8-13 are pending in this application. Claim 8 is independent claims. In the 
Amendment, claims 8-13 have been added, and claims 1-7 have been cancelled. This action is 
made Final. 

Drawings 

3. The drawings were received on 10/10/06. These drawings are acceptable. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

Claims 8-13 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

Claim 8 lacks the necessary physical articles or objects to constitute a machine or a 
manufacture within the meaning of 35 USC 101. Applicant has invoked 1 12, 6th paragraph by 
using means plus function language, however, each of the means is reasonably interpreted in 
view of the specification as just software, the claimed system is not limited to embodiments 
which include the hardware necessary to enable any underlying functionality to be realized, 
instead being software per se. 
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Claims 9-13 incorporate the deficiencies of claim 8, and do not add tangibility to the 
claimed subject matter, they are likewise rejected. 

Claim Rejections -35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless: 
(e) the invention was described in 

(1) an application for patent, published under section 122(b), by another filed in the 
United States before the invention by the applicant for patent or 

(2) a patent granted on an application for patent by another filed in the United States 
before the invention by the applicant.for patent, except that an international application 
filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the 
English language. 

6. Claims 8-13 are rejected under 35 U.S.C. 102(e) as being anticipated by Murray et al. 
(US Pub. No. 20020168664). 

Murray anticipated independent claim 1 by the following: 

As per claim 8, Murray teaches a data search system comprising a data center for 
distributing data and a user's facility for receiving the data distributed from the data center to use 
the data for a data search, the data center including: 

means (i.e. Information from literature databases relating to a particular set of DNA 
sequences is retrieved, [0011]) for downloading data from a plurality of databases (databases 1, 
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2, 3, 4, and 1 7 in Fig. 1) (i.e. information may be extracted from one of many literature 
databases, for example MEDLINE, the U.S.P.T.O. and W.IP.O. patent database, [0013]); 

means for generating link (i.e. pathway) information among the plurality of databases, 
based on the downloaded data (i.e. The extracted information can pertain to a pathway in which 
a gene functions, or information about interactions between different genes on a list, [0013]); 

means for generating detailed information (i.e. step 320, 325 in Fig. 10) of each data 
entry (i.e. Gen A, B, and C in Fig. 9), based on the downloaded data (See Figs. 9, 10); 

means for generating data for homology search of said each data entry (i.e. step 310 in 
Fig. 10), based on the downloaded data (See Figs. 9, 10); 

a route table (i.e. table 480, 490 in Fig. 13) defining a data search rule for searching data 
of interest in the databases (i.e. construct a pathway model for all genes on list, step 359 in Fig. 
10); and 

means for distributing to the user's facility the link information (Fig. 12), the detailed 
information of said each data entry, the data for homology search, and the route table (i.e. step 
362, 363 in Fig. 11), and 

the user's facility including (Fig. 12): 

means for conducting the data search using the link information, the detailed 
information of said each data entry, the data for homology search, and the route table distributed 
from the data center (i.e. The information stored in the database may be accessed or queried by 
users interested in identifying candidate genes, [0146]). 
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As per claim 9, Murray teaches the data search system according to claim 8, wherein 
the means for generating link information generates the link information by extracting from the 
downloaded data correspondence between said each data entry in the plurality of databases to 
associate said each data entry (i.e. Information from literature databases relating to a particular 
set of DNA sequences is retrieved, and using information extraction methods the literature is 
processed, [0011]). 

As per claim 10, Murray teaches the data search system according to claim 8, wherein 
the means for generating detailed information of each data entry generates the detailed 
information of said each data entry by extracting from the downloaded data ID data and detailed 
descriptions corresponding to said each data entry (i.e. Information from literature databases 
relating to a particular set of DNA sequences is retrieved, and using information extraction 
methods the literature is processed, [0011]). 

As per claim 11, Murray teaches the data search system according to claim 8, wherein 
the means for generating data for homology search of said each data entry generates the data for 
homology search of said each data entry by extracting from the downloaded data ID data and 
sequence data corresponding to said each data entry (i.e. Information from literature databases 
relating to a particular set of DNA sequences is retrieved, and using information extraction 
methods the literature is processed, [0011]). 
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As per claim 12, Murray teaches the data search system according to claim 8, wherein 
the route table stores the data search rule which restricts searches only along links following an 
origin of said data of interest as defined therein (i.e. Internal databases are typically maintained 
in confidentiality from the public through a firewall, [0043]). 

As per claim 13, Murray teaches the data search system according to claim 8, wherein 
the means for conduct the data search in the user's facility conducts the data search without 
following links of routes which are not defined in the search rule following an origin of said data 
of interest, even if there is other link information between said each data entry defined in the 
route table (i.e. The information stored in the database may be accessed or queried by users 
interested in identifying candidate genes, [0146]). 

Response to Arguments 

7. Applicant's arguments regarding neither Yang, Wilbanks teaches cancelled claim 7 have 
been considered, but are moot in view of the new ground(s) of rejection with respect to new 
added claims 8-13. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Miranda Le whose telephone number is (571) 272-41 12. The 
examiner can normally be reached on Monday through Friday from 8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John R. Cottingham, can be reached on (571) 272-7079. The fax number to this Art 
Unit is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 305-3900. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http : //pair- direct . uspto . go v . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Miranda Le 
December 22, 2006 




